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DETAILED ACTION 



1 . Applicant's arguments are incorporated in the rejection found below. 

Claim Rejections - 35 (JSC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4, 5, 19, 22, 31, 35 and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Williams et al. (US Patent No. 5,815,657) in view of Christensen et 
al. (W099/24921). 

As per claim 4, Williams et al disclose a system and method of manufacture for 
network electronic authorization utilizing an authorization instrument. The system and 
method comprise settling a micropayment transaction between a consumer and a 
merchant using a prepaid instrument presented by a consumer. See the abstract and 
column 14, lines 22-24 and lines 63-67. The method comprises the steps of : 

Receiving a request from the merchant to authorize a proposed micropayment 
transaction for a first value and a merchant using a prepaid instrument (column 11, lines 
62-64 and column 18, lines 2-13); 
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Processing the request and responding to the request with an authorization 
decision and dispositioning the proposed micropayment transaction (column 21, line 23 
to column 22, line 25 and column 31 , lines 2-20). 

As per claim 5, the step of receiving a request includes receiving data including 
at least a prepaid instrument number and a PIN associated with the prepaid instrument. 
See columns 21 and 22 and column 17, lines 40-45. 

As per claim 31 , Williams et al teach setting up a micropayment account. See 
columns 17 and 18, The account is activated using an activation command from a 
prepaid instrument issuer. 

Applicant has amended the independent claims to recite "dispositioning the 
proposed micropayment transaction based on value units associated with a specific 
merchant ID, a monetary conversion rate for the value units, and a commission due the 
merchant for selling the value units ", and argued that Williams et al failed to teach or 
suggest this limitation. 

In response, Christensen et al disclose a micropayment system and method for 
settling a transaction conducted between a consumer and a merchant using a prepaid 
instrument presented by the consumer. See the abstract, The system and method 
comprises a function of : 

"dispositioning the proposed micropayment transaction based on value units 
associated with a specific merchant ID, a monetary conversion rate for the value units, 
and a commission due the merchant for selling the value units ". See page 23, lines 10- 
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18, page 24, line 1-12, page 28, line 15-27, and page 29, lines 15-30 of Christensen et 
al. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Christensen et al into Williams et al 
in order to facilitate a consumer locating anywhere to make an appropriate payment to 
a merchant selling value units based on a conversion rate. 

As per claims 19 and 22, it is inherent in the system of Williams et al that the step 
of comparing occurs in real time and includes exchanging between a unit of value used 
to conduct the micropayment transaction and a unit of value associated with the prepaid 
instrument since the micropayment is used to pay for transactions of low prices or dollar 
values. 

As per claim 35, Williams et al teach the step of validating of a prepaid 
instrument presented by the consumer against the type of micropayment transaction 
sought by the consumer. See columns 21-22 and column 18, lines 2-13 and column 31, 
lines 2-20 of Williams et al. 

3. Claims 20-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Williams et al (US Patent No. 5,815,657)' and Christensen et al. (W099/24921) as 
applied to claim 4 above in view of Katz et al. (US Patent No. 6,424,706). 

The teachings of Williams et al and Christensen et al. are discussed above. 
Williams et al and Christensen et al. do not explicitly state the step of exchanging 
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includes converting between units of time and units of monetary currency or the step of 
exchanging includes converting between two different units of monetary currency. 
These teachings are well known in the art. applicant is referred to the teachings of Katz 
et al particularly, columns 4-1 1 of Katz et al. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to incorporate the teachings 
Katz et al into Williams et al and Christensen et al in order to allow a user to use all of 
their minutes and or to use their cards worldwide thus making the system very flexible. 

4. Claims 28-30 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Williams et al (US Patent No. 5,815,657) and Christensen et al. (W099/24921) as 
applied to claim 4 above in view of Stimson et al (US Patent No. 5,721,768). 

As per claims 28-29, the teachings of Williams et al and Christensen et al are 
discussed above. Williams et al and Christensen et al do not explicitly state the step of 
receiving from the merchant a request to increment the value remaining parameter. 
However, Williams et al teach creating an account using a prepaid instrument. As per 
this feature, the Examiner asserts that if the customer does not have sufficient funds to 
cover a particular transaction, the merchant would have indicated such to the customer 
and would have requested that the customer increments his prepaid instrument with 
enough funds to cover at least the instant financial transaction. In any event, Stimson et 
al disclose a prepaid card system and method allowing a user to purchase a new card 
or to recharge the card or increase the amount of funds in the card. See figure 3 and 
column 3, lines 7-21 of Stimson et al. It would have been obvious to one of ordinary 
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skill in the art at the time the invention was made to incorporate the teachings of 
Stimson et al in the system of Williams et al and Christensen et al in order to allow a 
user to constantly have sufficient funds in their prepaid instrument in order to assure 
payment and/or approval of a desired transaction. 

As per claim 30, the combination of Williams et al, Christensen et al and Stimson 
et al does not explicitly state the website is hosting a gaming application and achieving 
a score that reaches a predetermined threshold. As per this feature, the examiner 
asserts that this feature merely attributes to the type of environment or goods/services 
made available for purchase by a buyer using a micropayment system. Micropayment 
systems are usually applied to purchase low cost goods/services such as videos, 
papers, magazines or news articles or songs. Providing a gaming system in the 
payment system of Williams et al, Christensen et al and Stimson et al would have been 
obvious to one of ordinary skill in the art in order to provide customers with a variety of 
goods/services with a low purchase cost. 

As per claim 34, Stimson et al teach incrementing the value remaining parameter 
in response to a recharge transaction executed by the consumer using one of a cash 
payment, a credit card charge, a paper check payment, an electronic check payment 
and for nor charge. See columns 5 and 6 of Stimson et al. 

Thus, if a second card is purchased or if a card is reloaded or recharged with 
sufficient funds, then the buyer would have then sent an order to the merchant and the 
merchant would have made another or a second request for the authorizing of the 
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micropayment transaction. This would have happened after the value remaining 
parameter is increased. 

5. Claims 6, 32 and 33 are rejected under 35 U.S.C, 103(a) as being unpatentable 
over Williams et al (US Patent No. 5,815,657) and Christensen et al. (W099/24921) as 
applied to claim 4 above in view of Kato et al (JP 1 1203544 A). 

As per claims 6 and 32, the teachings of Williams et al and Christensen et al are 
discussed above. Williams et al and Christensen et al do not explicitly state the step of 
receiving a request includes receiving a request to authorize a proposed micropayment 
transaction for a first value to be settled against a prepaid calling card. Williams et al 
state on column 18, lines 8-12, "Basically for a payment instrument you can utilize any 
instrument that is evidence of membership, identity, certification or authority. For 
example, a card for video membership could be utilized to check out videos 
electronically via the Internet". Thus, using settlement against a prepaid calling card 
would have been obvious for one of ordinary skill in the art to use or introduce in the 
system of Williams et al and Christensen et al. Furthermore, using settlement against a 
prepaid calling card is old and well known in the art. See the teachings of Kato et al, 
Kato et al teach a prepaid card which can be used for both the service of a public 
telephone set and for gasoline supply service at a gas station. See the entire 
document. It would have been obvious to one of ordinary skill in the art to introduce a 
prepaid calling card in the system of Williams et al and Christensen et al. in order to 
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widen the types of payment instrument to be used therein thus providing a more flexible 
system capable of using many different types of cards. 

As per claim 33, in the combination of Williams et al, Christensen et al and Kato 
et al, the activating is performed after the consumer acquires the prepaid instrument for 
one of a cash payment, a credit card charge, a paper check payment, an electronic 
check payment and for no charge. See column 36, line 63 to column 37, line 60. 

6. Claims 7-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Williams et al (US Patent No. 5,815,657) and Christensen et al. (W099/24921) as 
applied to claim 4 above in view of Gifford (US Patent No. 6,205,437). 

As per claim 7, Williams et al state that there could be a variety of data fields and 
a plurality of index fields. See column 14, lines 45-59. Comparing the data from the 
prepaid instrument as an index into the database and comparing the value provided by 
the merchant to the value remaining parameter to determine whether to authorize the 
micropayment transaction for settlement is not explicitly stated in the combination 
above. As per this limitation, the Examiner asserts that whenever a payment is to be 
settled in a given transaction using most payment instruments, the balance on the 
payment instrument must be compared with the value of the instant transaction in order 
to determine whether to deny or approve the transaction. This feature is taught by 
Gifford. Incorporating this feature as taught by Gifford in the system of Williams et al, 
Christensen et al and Kato would have been obvious to one of ordinary skill in the art in 
order to determine whether to approve or deny the transaction. 
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7. Claims 13-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Williams et al (US Patent No. 5,815,657), Christensen et al and Gifford as applied to 
claim 1 1 above in further view of Stimson et al (US Patent No. 5,721,768). 

As per claims 1 3 and 1 6-1 8, the teachings of Williams et al, Christensen et al. 
and Gifford are discussed. The combined teachings do not explicitly state after the 
micropayment transaction has been declined for settlement, enabling the consumer to 
perform one of increasing the value remaining parameter, and purchasing a second 
prepaid instrument having a second value remaining parameter greater than the first 
value. 

Stimson et al disclose a prepaid card system and method allowing a user to 
purchase a new card or to recharge the card or increase the amount of funds in the 
card. See figure 3 and column 3, lines 7-21 of Stimson et al. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate the teachings of Stimson et al in the combination of Williams et al, 
Christensen et al and Gifford in order to allow a user to constantly have sufficient funds 
in their prepaid instrument in order to assure payment and/or approval of a desired 
transaction. 

Thus, if a second card is purchased or if a card is reloaded or recharged with 
sufficient funds, then the buyer would have then sent an order to the merchant and the 
merchant would have made another or a second request for the authorizing of the 
micropayment transaction. This would have happened after the value remaining 
parameter is increased. 
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As per claims 14 and 15, in the combination of Williams et al, Christensen et al, 
Gifford et al and Stimson et al, the step of enabling is performed by software hosted on 
a merchant website or by a settlement clearinghouse. 

8. Claims 23-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Williams et al (US Patent No. 5,815,657), Christensen et al and Gifford (US Patent No. 
6,205,437) as applied to claims 7-12 and further in view of "MicroCreditCard to Launch 
Micro Payment Service" by Washingtonpost.com. 

The combined teaching of Williams et al, Christensen et al and Gifford are 
discussed above. The combined teaching does not explicitly state an intermediary and 
transferring payment includes aggregating multiple micropayment transactions involving 
prepaid instruments issued by a given instrument issuer into a composite settlement 
transaction to be settled against the given instrument issuer which involves a merchant. 
As per these limitations, the Examiner asserts that these are characteristics of a 
micropayment system. These limitations are also taught by the WashingtonPost.com. 
See the entire document. It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to incorporate the teachings provided by the 
WashingtpnPost.com into the combination of Williams et al, Christensen et al and 
Gifford in order to decrease or minimize the associated costs of processing individual 
transactions. 
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9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frantzy Poinvil whose telephone number is (571) 272- 
6797. The examiner can normally be reached on Monday-Thursday from 7:30AM to 
6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached at (571) 272-6777. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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